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DETAILED ACTION 

1. This Office Action is responsive to communications filed on April 14, 2006. 
Claims 59-91 are pending in the case. 



Response to Arguments 
2. Applicants request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 



Claim Objections 
3. Claim 64 is objected to because of the following informalities: 
Claims 64-65 recite the limitation " — , wherein further comprising" in lines 1-2. It 
should be " — , wherein further comprising:". 
Appropriate correction is required. 



Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 59-76 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claim 59 recites the limitation "said first communication device (1)" in line 4. There is 
insufficient antecedent basis for this limitation in the claim since "a first communication device 
(1)" was not disclosed previously. 

Claim 62 recites the limitation "said network control device" in line 4. There is 
insufficient antecedent basis for this limitation in the claim since "a network control device" was 
not disclosed previously. 

Claim 62 recites the limitation "as second communication device (7)1 on line 3 and "said 
tone signal (TS)1" on line 6. It is not clear what applicant is disclosing. 

Claim 63 recites the limitation "said second interface established device (51; 51)" in line 
6-7. There is insufficient antecedent basis for this limitation in the claim since "a second 
interface established device (51; 51)" was not disclosed previously. 

Claim 63 also recites the limitation "said second interface establishing device (51)" in 
line 3 and "said second interface establishing device (51; 52)" in line 11. It is not clear whether 
the disclosed limitations are the same. 

Claim 63 also recites the limitation "a second communication device (7) — ", while claim 
65 recites "a second communication device (72) — ". It is not clear whether the disclosed 
limitations are the same. 

Claim 63 also recites the limitation "said tone signal (TS) — ", while claim 67 recites the 
limitation "said control signal (TS) — " It is not clear whether the disclosed limitations are the 
same. 
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Claim 68 recites the limitation "first communication means (1)" in line 2. There is 
insufficient antecedent basis for this limitation in the claim since "a first communication 
means(l)" was not disclosed previously. 

Claim 70 recites the limitation "sad first communication device (1) — while claim 71 
recites the limitation " — said first communication device 91 — ". It is not clear whether the 
disclosed limitations are the same. 

Claims 72-73 recite the limitation " — said second communication device (7; 72). There 
is insufficient antecedent basis for this limitation in the claims since "a second communication 
device (7; 72)" was not disclosed previously. 

Claims 74-76 recite the limitation " — said first interface establishing means — " There 
is insufficient antecedent basis for this limitation in the claim since "a first interface establishing 
means" was not disclosed previously. It is not clear whether this limitation is the same with "a 
first interface device" which was disclosed earlier. 

Claim 59 recites the limitation " — a first interface establishing device (30; 31; 32) — " in 
line 2, while claims 76-77 recites the limitation " — said first interface establishing means (60; 
61 ; 62—" in lines 3-4. It is not clear whether the disclosed limitations are the same. 

Claim Rejections - 35 USC § 102 

6. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

7. Claims 59-74, 76, and 78-91 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Naudus (US 6,259,691). 
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Regarding claim 59, as shown in Figures 1-3, Naudus discloses: 

a first interface establishing device (60) connected between the first network control 
device (40) and a transmitting network (20); wherein 

the first communication device (10) and the first network control device (40) are 
connected such that a use signal (Audio) and a control signal (DTMF) are sent separately to the 
first network control device (see Figure 3); 

the first network control device (40) and the first interface establishing device (60) are 
connected such that the use signal (Audio) and the control signal (DTMF) are sent separately to 
the first interface establishing device (see Figure 3); 

the first interface establishing device (60) is adapted to send the control signal (DTMF) 
over the transmitting network (20); and 

a tone generation means is provided on the far-end side of the network (80) for receiving 
the control signal (DTMF) after transmission through the transmitting network (20) and for 
generating the tone signal in response to the control signal (col. 12: line 24 - col. 13: line 33). 

Regarding claim 60, Naudus also discloses the first interface establishing device (60) 
comprises a compressing means for compressing the use signal, the compressed signal being sent 
over the transmitting network (col. 12: lines 44-51). 

Regarding claim 61, Naudus also discloses a second interface establishing device (60) 
connecting to the transmitting network (20) ; wherein the second interface establishing device 
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(60) comprises a decompressing means for decompressing the use signal received via the 
transmitting network (20), and the tone generation means (col. 12: line 62 - col. 13: line 10). 

Regarding claim 62, Naudus also discloses a second communication device (12) and a 
second network control device (80), wherein the second interface establishing device (60) is 
adapted to combine the use signal and the tone signal; and the second network control device 
(80) is adapted to receive the combined signal and to send it to the second communication device 
12 (See Figure 3). 

Regarding claim 63, Naudus also discloses a second interface establishing device (60) 
connected to the transmitting network (20); and a second network control device (80); wherein 
the second interface establishing device (60) comprises a decompressing means for 
decompressing the use signal (Audio) received via the transmitting network (20); and a control 
transfer means receiving the control signal and sending the control signal to the second network 
control device (80), wherein the second interface establishing device (60) is adapted to send the 
use signal (Audio) to the second network control device (see Figure 3; col. 8: line 23 - col. 13: 
line 10). 

Regarding claim 64, as shown in Figures 1-8, Naudus discloses a second communication 
device (12); wherein the second network control device (80) comprises the tone generation 
means; and the second network control device (80) is adapted to combine the use signal (Audio) 
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and the tone signal (DTMF) and to send the combined signal to the second communication 
device 12 (col. 8: line 23 - col. 13: line 10). 

Regarding claim 67, Naudus also discloses the tone signal generated in response to the 
control signal is a DTMF signal (see Figure 3; col. 12: line 62 - col. 13: line 10). 

Regarding claim 67, Naudus also discloses the first communication device (10) is 
adapted to generate the control signal (DTMF) in response to an operation of a key (col. 8: line 
23 -col. 13: line 10). 

Regarding claim 69, Naudus also discloses the transmitting network (20) is an IP based 
network (see Figure 3). 

Regarding claim 70, Naudus also discloses the first communication device (10) is a 
mobile phone (e:g., any device capable of communicating audio signals over the telephone 
network; col. 6: lines 54-67). 

Regarding claim 71, Naudus also discloses the first communication device (10) is a fixed 
phone (see Figure 3; col. 6: lines 54-67). 
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Regarding claim 72, Naudus also discloses the second communication device (12) is a 
mobile phone (e.g., any device capable of communicating audio signals over the telephone 
network; col. 6: lines 54-67). 

Regarding claim 73, Naudus also discloses the second communication device (12) is a 
fixed phone (see Figure 3). 

Regarding claims 74 and 76, Naudus also discloses the first network control device (40) 
and the first interface establishing means (60); and the second network control device (80) and 
the first interface establishing means (60), are constructed as one unit (see Figure 3). 

Regarding claim 78, Naudus also discloses a network communication device (10) 
connectable directory to the transmitting network (20) such that the control signal (Audio) and 
the use signal (DTMF) is transmitted from the first interface establishing device (60) to the 
network communication device (see Figure 3). 

Regarding claim 79, Naudus also discloses the transmitting network (20) is an EP based 
network and the network communication device (10) is an IP phone (see Figure 3; col. 6: lines 
54-67). 

Regarding claims 80-85, claim 80 is method claims that have substantially all the 
limitations of the respective apparatus claim 59. A method claim is obvious in view of an 
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apparatus claim and vise versa if they each contain substantially the same elements. Thus claim 
80 is reject under the same basis as claim 59. 

Similarly, dependent claims 81-85 are rejected under the same basis as claims 60-79. 

Regarding claim 86, Naudus also discloses an interface establishing device (60) for 
providing a connection over a transmitting network (20), wherein a communication device (10) 
is connectable to the interface establishing device (60), the interface establishing device 
comprising: 

means for receiving a use signal (Audio) and a control signal (DTMF) separately from 
the communication device (10), wherein the control signal (Audio) is to be used to generate a 
tone signal at the far-end side of the transmitting network (80), (see Figure 3; col. 12: line 62 - 
col. 13: line 10); and 

means for sending the control signal (DTMT) and the use signal (Audio) separately via 
the transmitting network 20 (see Figure 3; col. 8: line 23 - col. 13: line 10). 

Regarding claim 87, Naudus also discloses a compressing means for compressing the use 
signal, the compressed signal (Audio) being sent over the transmitting network (20); (see Figure 
3; col. 8: line 23 - col. 13: line 10). 

Regarding claim 88, Naudus also discloses an interface establishing device (60) for 
providing a connection over a transmitting network (20), wherein a communication device (10) 
is connectable to the interface establishing device (60), the interface establishing device (60) 
comprising: 
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means for receiving a use signal (Audio) and a control signal (DTMF) separately via the 
transmitting network (see Figure 3; col. 12: line 62 - col. 13: line 10); 

means for generating the tone signal in response to the control signal (see Figure 3; col. 
8: line 23 - col. 13: line 10); and 

means for combining the tone signal (DTMF) and the use signal (Audio) and sending the 
combined signal to the communication device 12 (see Figure 3; col. 8: line 23 - col. 13: line 10). 

Regarding claim 89, Naudus also discloses the use signal (Audio) is sent in compressed 
form via the transmitting network (20), the interface establishing device (60) further comprising: 

a decompressing means for decompressing the use signal received via the transmitting 
network (see Figure 3; col. 12: line 62 - col. 13: line 10). 

Regarding claim 90, Naudus also discloses an interface establishing device (60) for 
providing a connection over a transmitting network (20), wherein a communication device (10, 
12) is connectable to the interface establishing device (60), the interface establishing device (60) 
comprising: 

means for receiving a use signal (Audio) and a control signal (DTMF) separately via the 
transmitting network (see Figures 3 ); and 

means for sending the use signal (Audio) and the control signal (DTMF) separately to the 
communication device (12), wherein the control signal (Audio) is to be used to generate a tone 
signal (see Figure 3; col 8: line 23 - col. 13: line 10). 



Application/Control Number: 09/920,362 Page 1 1 

Art Unit: 2151 

Regarding claim 91, Naudus also discloses the use signal (Audio) is sent in compressed 
form via the transmitting network (20), the interface establishing device (60) further comprising: 

a decompressing means for decompressing the use signal received via the transmitting 
network (see Figure 3; col. 12: line 62 - col. 13: line 10). 

Claim Rejections - 35 USC§103 

8. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

9. Claims 75 and 77 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the Naudus (US 6,259,691) as applied to claim 59 above. 

Naudus disclose substantially all the claimed limitations, except Naudus does not 
explicitly disclose the first network control device and the first interface establishing devices are 
constructed as separate units. However, since it is well known in the art the arrangement of 
device and interface device is a design choice, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made that the first network control device and the 
first interface establishing device can be constructed as separate units in order to meet space or 
cost requirements. 

Allowable Subject Matter 
Claims 65-66 would be allowable if rewritten to overcome the rejections under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 
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Claim 85 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 



Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Van Kim T. Nguyen whose telephone number is 571-272-3073. 
The examiner can normally be reached on 8:00 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zarni Maung, can be reached on 571-272-3939. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Van Kim T. Nguyen 
Examiner 
Art Unit 2151 



